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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status * . 

I) [S Responsive to communication(s) filed on ^ . L 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) V * \ s/hte rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1774 

Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the patent to Minami et at. in view of the patent to Yoshihiro et al. 

Minami et al. teach a thermally sensitive recording medium comprising a 
thermally sensitive recording layer which can contain a color former, a color developer 
of applicants' formula (4), a stabilizer of applicants' formula (2) and di (p-methylbenzyl) 
oxalic acid as a sensitizer. Yoshihiro et al. teach the equivalence of di (p-methylbenzyl) 
oxalic acid and di (p-halobenzyl) oxalate as thermally sensitive recording medium 
sensitizers [see the last two lines in paragraph (1 ) of enclosed page 557 wherein R is 
defined]. Given this teaching of equivalence, it would have been obvious to one of 
ordinary skill in this art to substitute one known sensitizer (e.g., di (p-halobenzyl) 
oxalate) for another known sensitizer (e.g., di (p-methylbenzyl) oxalic acid) in the 
absence of unexpected results. 

The fact that applicants' claims do not require an epoxy compound is not 
dispositive of the issue of patentability since the claims recite the open term 
"comprising". Furthermore, Comparative Examples 5 and 6 are also not dispositive of 
the issue of patentability since they do not employ both an epoxy compound and the 
stabilizer of compound (2). 
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